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DETAILED ACTION 

Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-16, drawn to a thin film sheet, classified in class 428, subclass 
343. 

II. Claims 17-23, drawn to an electrical tape, classified in class 206, subclass 
411.1. 

Ill Claims 24-32, drawn to a method of splicing an electrical cable, classified 
in class 156, subclass various. 
The inventions are distinct, each from the other because of the following reasons: 
1. Inventions I and II are related as mutually exclusive species in an intermediate- 
final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product (MPEP § 806.04(b), 
3rd paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the 
instant case, the intermediate product (thin film sheet) is deemed to be useful, as a 
decorative wrapping and the inventions are deemed patentably distinct since there is 
nothing on this record to show them to be obvious variants. Should applicant traverse 
on the ground that the species are not patentably distinct, applicant should submit 
evidence or identify such evidence now of record showing the species to be obvious 
variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions anticipated by the prior art, the evidence or 
admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
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2. Inventions II and III are related as product and process of use. The inventions 
can be shown to be distinct if either or both of the following can be shown: (1 ) the 
process for using the product as claimed can be practiced with another materially 
different product or (2) the product as claimed can be used in a materially different 
process of using that product (MPEP § 806.05(h)). In the instant case the product can 
be used in a materially different process of using that product such as for fixing a 
decorative object on the wall. 

3. Inventions I and III are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In 
the instant case the insulating tape of claim 24 does not necessarily require to have the 
structure of the thin film as recited by claim 1 . 

4. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art because of their recognized divergent subject 
matter, restriction for examination purposes as indicated is proper. 

5. During a telephone conversation with Mr. William Squire on 1 1/28/05 a 
provisional election was made with traverse to prosecute the invention of Group II, 
claims 17-23, drawn to an electrical tape. Affirmation of this election must be made by 
applicant in replying to this Office action. Claims 1-16 and 24-32 are withdrawn from 
further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non- 
elected invention. 



Application/Control Number: 10/807,810 Page 4 

Art Unit: 1771 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claim 22 is rejected under 35 U.S.C. 102(b) as being anticipated by Figlluzzi (US 
3,537,587). 

Figlluzzi teaches a pressure sensitive adhesive tape such as an insulating tape 
(Column 1 , lines 7-10). Figure 3 of Figlluzzi shows a spiral role of a tape. Figures 1 , 2 
and 4 along with the claim 4 disclose a printed pattern on the tape. As shown in Figure 
1 , it seems that the pattern of Figlluzzi has a different color than the sheet of the tape 
onto which the pattern is formed. Alternatively, the color of the pattern would have to be 
of a different color than the color of the sheet onto which the pattern is formed in order 
for the pattern to be clearly visible on the tape. Accordingly Figlluzzi anticipates the 
claimed subject matter. 

7. Claim 22 is rejected under 35 U.S.C. 102(b) as being anticipated by Thomason 
(US 4,195,787). 

Thomason teaches rolled products (Column 1 , lines 25-26) such as tissue paper, 
friction tape, electrical tape etc. (Column 1 , lines 7-10). Note that the tape inherently 
has an adhesive coating. In Figures 1-7, especially Figures 1-4, Thomason shows 
decorative lines (also called by marking or pattern by Thomason) (Column 1, line 19). 
As shown in Figures 1-4 and Figure 6, it seems that the decorative line of Thomason 
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has a different color than the color of the sheet onto which these lines are formed. 
Alternatively, note that the color of the markings would necessarily have to be of a 
different color than the color of the sheet onto which the markings are formed in order 
for the markings to be clearly visible on the tape. Accordingly, Thomason anticipates 
the claimed subject matter. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 17-21 are rejected under 35 U.S.C. 103(a) as obvious over Figlluzzi (US 
3,537,587) in view of Hughey et al. (US 6,596,945). 

Figlluzzi teaches a pressure sensitive adhesive tape such as an insulating tape 
(Column 1, lines 7-10). The invention of Figlluzzi relates to a new and improved means 
for marking a tape such that the location of the free end of the tape can be ascertained 
in order to remove the tape from a roll (Column 1 , lines 1-6). Regarding claim 17, 
Figure 3 of Figlluzzi shows a spiral role of a tape with overlying multiple layers and a 
free end 13 of the tape, which reads on the layers having a free end terminating at an 
edge on the outermost layer of the roll and the edge overlying the outer surface of the 
next adjacent radially inward layer. Figures 1 , 2 and 4 show a printed pattern/marking 
and especially Figure 4 shows repetitive pattern (Column 2, lines 7-8). Although 
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Figlluzzi does not explicitly teach the color of the repetitive pattern being different than 
the color of the sheet, the examiner takes the position that the color of the pattern would 
be substantially necessarily be different than the color of the backing (sheet) so that the 
free end of the tape can be easily identified. 

Figlluzzi does not specifically teach an opaque sheet. However, Hughey et al. 
teach a novel process or method which produces polymeric tapes such as an insulating 
tape (Column 7, lines 22-23 and Column 9, line 8). At column 8,lines 51-65, Hughey et 
al. teach of adding color dyes in specific quantities to a transparent backing of the tape 
so that the operator can easily distinguish the edges of the immediate previous layers of 
the tape from those of the earlier layer. Thus, a skilled artisan would have found it 
obvious to use an opaque (colored) sheet in the invention of Figlluzzi, motivated by the 
desire to easily identify the free end of the tape from the immediate previous layer of the 
said tape. 

With respect to claims 18 and 19, Figure 2 and Figure 4 of Figlluzzi, show a 
pattern that has discontinuous portions and a pattern that is continuous respectively. 

With respect to claim 20, Figure 2 and claim 4 of Figlluzzi read on the claimed 
limitation of the pattern at the edge is discontinuous with the pattern on the juxtaposed 
surface of the next adjacent radially inward layer. 

Regarding claim 21, Figures 1, 2, and 4 of Figlluzzi show pattern of lines, curved 
lines, and sinusoidal curves. 
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9. Claims 17-21 are rejected under 35 U.S.C. 103(a) as obvious over Thomason 
(US 4,195,787) in view of Hughey et al. (US 6,596,945). 

Thomason teaches rolled products (Column 1 , lines 25-26) such as tissue paper, 
friction tape, electrical tape etc. (Column 1, lines 7-10). The invention of Thomason 
provides marking arrangements, which permits easy access to the beginning or the 
front part of the rolled product (Column 1 , lines 11-13). Note that the tape of Thomason 
necessarily has an adhesive coating. Regarding claim 17, Figures 1-4, and Figure 6 
show marking arrangements on a rolled product. Note that the rolled product shown in 
Figure 6 necessarily has overlying multiple layers and meets the claim limitation of the 
layers having a free edge terminating at an edge on the outermost layer of the roll, the 
edge overlying the outer surface of the next adjacent radially inward layer. In Figures 1- 
7, especially Figures 1-4 and at Column 2, lines 26-29, Thomason teaches that the 
decorative lines (markings) are repeated along the length of the roll. Although, 
Thomason does not explicitly teach the color of the repetitive pattern different than the 
color of the sheet, the examiner takes the position that the color of the markings would 
be substantially necessarily be different than the color of the backing (sheet) so that the 
free end of the tape can be easily identified. 

Thomason does not specifically teach an opaque sheet. However, Hughey et al. 
teach a novel process or method which produces polymeric tapes such as an insulating 
tape (Column 7, lines 22-23 and Column 9, line 8). At column 8,lines 51-65, Hughey et 
al. teach of adding a color dyes in specific quantities to a transparent backing of the 
tape so that the operator can easily distinguish the edges of the immediate previous 
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layers of the tape from those of the earlier layer. Thus, a skilled artisan would have 
found it obvious to use an opaque (colored) sheet, motivated by the desire to easily 
identify the free end of the tape from the immediate previous layer of the said tape 

With respect to claims 18 and 19, Figures 1-4 of Thomason show markings that 
are continuous and markings with repetitive discontinuous portions. 

With respect to claim 20, Figure 6 of Thomason shows marking at an edge that is 
discontinuous with the marking on the juxtaposed surface of the next adjacent radially 
inward layer. 

With respect to claim 21 , Figures 1-4 of Thomason show markings that are in the 
forms of sinusoidal curves/curved lines, straight lines, and lines angled relative to each 
other 

10. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Figlluzzi 
(US 3,537,587). 

The invention of Figlluzzi as applied to the base claim 21 is previously disclosed. 
Figlluzzi is silent with respect to teaching the second color is one of green, white and 
red. Note that Figlluzzi and applicants are concerned with the same problem, namely to 
provide a roll of a tape with a pattern such that the free end of the tape is easily visible 
to a user. Therefore, it is the examiner's position that the choice of a color involves 
routine skill in the art and thus is not a patentable over the prior art. Therefore, a skilled 
artisan would have found it obvious to select the color of the patter of Figlluzzi from any 
of green, white and red, motivated by the desire to provide a tape with a pattern such 
that the free end of the tape is clearly visible. 
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11. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thomason (US 4,195,787). 

The invention of Thomason as applied to the base claim 21 is previously 
disclosed. Thomason is silent with respect to teaching the second color is one of green, 
white and red. Note that Thomason and applicants are concerned with the same 
problem, namely to provide a roll of a tape with a pattern such that the free end of the 
tape is easily visible to a user. Therefore, it is the examiner's position that the choice of 
a color involves routine skill in the art and thus is not a patentable over the prior art. 
Therefore, a skilled artisan would have found it obvious to select the decorative line 
(markings) of Thomason from any of green, white and red, motivated by the desire to 
provide a tape with a decorative line such that the free end of the tape is clearly visible. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anish Desai whose telephone number is 571-272-6467. 
The examiner can normally be reached on Monday-Friday, 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on 571-272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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